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O n January 10, 2012, the duly appointed H earings O fficer subm itted his


Findings of Fact, C onclusions of Law , and R ecom m ended O rder in the above-captioned


m atter to the D irector of the D epartm ent of C om m erce and C onsum er A ffairs ("D irector").


C opies of the H earings O fficer's recom m ended decision w ere also transm itted to the parties.


N either party filed exceptions to the recom m ended decision.


U pon review  of the entire record of this proceeding, the D irector adopts the


H earings O fficer's recom m ended decision as the D irector's Final O rder and finds and


concludes that Petitioner O ahu Society for the Prevention of C ruelty to A nim als has not


established by a preponderance of the evidence that R espondent Jennifer K ishim ori's


("R espondent") use of the trade nam es, "H aw aii SPC A " and "H aw aii Society for the


Prevention of C ruelty to A nim als" is confusingly sim ilar to its trade nam es, "O ahu SPC A " or


"O ahu Society for the Prevention of C ruelty to A nim als" or that R espondent's trade nam es are
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substantially identical to "O ahu SPC A " or "O ahu Society for the Prevention of C ruelty to


A nim als". A ccordingly, the petition is hereby dism issed.


D A TED : H onolulu, H aw aii: 

FEB 2 i 2012 


K EA LI'I S. LO PEZ, D irector


D epartm ent of C om m erce and


C onsum er A ffairs


D irector's Final O rder; In Re "H aw aii SPC A", et al., TN -2010-6.


This decision has been redacted and reformatted for publication
 purposes and contains all of the original text of the actual decision.
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H EA R IN G S O FFIC ER 'S FIN D IN G S O F FA C T,


C O N C LU SIO N S O F LA W , A N D  R EC O M M EN D ED  O R D ER 


I. 

IN TR O D U C TIO N 


O n June 3, 2010, O ahu Society for the Prevention of C ruelty to A nim als


("Petitioner"), filed a petition requesting the revocation of the trade nam e registrations for


"O SPC A ", "O ahu SPC A ", "H aw aii SPC A ", and "H aw aii Society for the Prevention of


C ruelty to A nim als." The m atter w as scheduled for hearing, and the N otice of H earing and


Pre-hearing C onference w as duly transm itted to the parties. O n January 31, 2011,


R espondent Jennifer K ishim ori ("R espondent") filed a m otion to continue the hearing. B y


order dated February 9, 2011, the m otion w as granted and the hearing rescheduled to M ay 26,


2011. Thereafter, the parties stipulated to continue the hearing to Septem ber 20, 2011.


O n Septem ber 20, 2011, the hearing in the above-captioned m atter w as


convened by the undersigned H earings O fficer. Petitioner w as represented by Preston G im a,


Esq. R espondent w as present and w as represented by her attorney, M ichael G . M . O stendorp,


Esq.
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A t the com m encem ent of the hearing, R espondent executed and presented


Petitioner and the H earings O fficer w ith a V oluntary C ancellation of Trade N am e. The


cancellation w as signed by R espondent and canceled C ertificate of R egistration N o. 4082778


for the trade nam e, "O SPC A ", and C ertificate of R egistration N o. 4082786 for the trade


nam e, "O ahu SPC A ". The hearing proceeded as to the tw o rem aining trade nam es.


H aving review ed and considered the evidence and argum ents presented at the


hearing, together w ith the entire record of this proceeding, the H earings O fficer hereby


renders the follow ing findings of fact, conclusions of law  and recom m ended order.


II. 

FIN D IN G S O F FA C T


1. 

Petitioner is a H aw aii non-profit corporation and has its principal place of


business at 91-1839 R oosevelt A venue, K apolei, H aw aii.


2. 

Petitioner com m enced doing business under the trade nam es, "O ahu


Society for the Prevention of C ruelty to A nim als" and "O ahu SPC A " in or about 2008 and


has actively and continuously used the nam es to the present.


3. 

A ccording to Petitioner's bylaw s, Petitioner's goals are aim ed at preventing


cruelty to anim als, to relieve their suffering, to encourage and provide no-kill solutions, to


prom ote responsible pet ow nership, and to w ork w ith other organizations having sim ilar


goals.


4. 

Petitioner does not use the trade nam es, "H aw aii Society for the Prevention


of C ruelty to A nim als" or "H aw aii SPC A " in connection w ith its operations.


5. 

In order to fund its operations, Petitioner has and continues to solicit


donations and apply for various grants.


6. 

Petitioner's representatives appear regularly on local television m orning


show s to publicize their services and accom plishm ents.


7. 

R espondent w as a m em ber of Petitioner's board of directors up until A pril


2010 w hen she w as rem oved from  the board.


8. 

R espondent w as issued C ertificate of R egistration N o. 4082780 for the


trade nam e, "H aw aii Society for the Prevention of C ruelty to A nim als", and C ertificate of


R egistration N o. 4082779 for the trade nam e, "H aw aii SPC A ", on A pril 12, 2010.
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9. 

R espondent currently does business as H aw aii Society for the Prevention of


C ruelty to A nim als or H aw aii SPC A . B oth nam es are used interchangeably.


10. 

H aw aii Society for the Prevention of C ruelty to A nim als/H aw aii SPC A  is


aim ed at rescuing anim als and placing them  out for adoption.


11. 

H aw aii Society for the Prevention of C ruelty to A nim als/H aw aii SPC A 


does not publicize any of its services, solicit any donations or raise any funds to support its


services, or m aintain any business bank accounts.


12. 

H aw aii Society for the Prevention of C ruelty to A nim als/H aw aii SPC A 


receives enough calls through w ord-of-m outh and does not w ant to becom e a large scale


operation like the H aw aiian H um ane Society.


13. 

H aw aii Society for the Prevention of C ruelty to A nim als/H aw aii SPC A 


earns no incom e and incurs no expenses. A ny expenses incurred for the care of the anim als


are the responsibility of the foster fam ilies w ho care for the anim als on a voluntary basis.


II. 

C O N C LU SIO N S O F LA W 


Petitioner has requested the revocation of the trade nam es "H aw aii SPC A "


and "H aw aii Society for the Prevention of C ruelty to A nim als" pursuant to the provisions of


H aw aii R evised Statutes ("H R S") §482-8(a) and (b). In order to prevail, Petitioner m ust


prove by a preponderance of the evidence that there is a likelihood of confusion am ong


consum ers as a result of R espondent's use of the trade nam es, or that the nam es are


substantially identical to its registered trade nam es: O ahu SPC A  or O ahu Society for the


Prevention of the C ruelty to A nim als.


The test for determ ining w hether trade nam es are confusingly sim ilar is


"w hether there is a likelihood of confusion in the m ind of a reasonably prudent buyer." 

In re


K ona's Som ething Special, TN -84-4 (D FO  August 8, 1984). 

"A  likelihood of confusion


exists w hen consum ers w ould be likely to assum e that the source of the products or services


is the sam e as or associated w ith the source of a different product or service identified by a


sim ilar m ark." 

C arrington v. Sears Roebuck &  C om pany, 5 H aw . App. 194, 683 P.2d 1220


(1984).
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In 

In re K ona's Som ething Special, 

the D irector adopted standards for


determ ining the likelihood of confusion, m odifying the factors set forth by the Interm ediate


C ourt of A ppeals in 

C arrington. 

The D irector condensed the eight factors set forth in


C arrington 

into six factors w hich are: 1) sim ilarity of the nam es, 2) sim ilarity of businesses,


3) channels of trade, 4) evidence of actual confusion, 5) respondent's intent in adopting the


nam e, and 6) the strength of the nam e.


SIM IL A R IT Y  O F N A M E S


In C arrington, 

the C ourt articulated the test for evaluating the sim ilarity of


trade nam es:


T he sim ilarity of the m arks is tested on three levels: sight,


sound, and m eaning 

(citation om itted). 

T he m arks are


considered as they are encountered in the m arketplace


(citation om itted), 

and are exam ined as entities. Sim ilarities


are given m ore w eight than differences 

(citation om itted). 

If


the m arks appear in conjunction w ith a clearly displayed


nam e or logo of the m anufacturer, there is less likelihood of


confusion, although the m arks m ight be sim ilar. 

(citations


om itted).


A dditionally, in 

In re "H aw aii W aterbed W arehouse"; TN -78-4 (August 2,


1978), 

the D irector held that in determ ining the sim ilarity betw een contested trade nam es, the


dom inant portions of the nam es m ust be exam ined.


H ere, each of the trade nam es at issue contains the core acronym /phrase,


"SPC A " or "Society for the Prevention of the C ruelty to A nim als". Petitioner, how ever,


distinguishes its nam es by use of the w ord, "O ahu" at the beginning of its nam es w hile


R espondent uses "H aw aii" at the beginning of her trade nam es. M oreover, Petitioner's trade


nam es are accom panied by a logo depicting a dog and cat sitting on an island next to a palm 


tree. R espondent uses no sim ilar logo in connection w ith her trade nam es. C onsequently, the


com peting nam es do not appear to have sim ilar looks and sounds.
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SIM ILA R ITY  O F B U SIN ESSES


In 

C arrington, 

the C ourt explained:


If the goods on w hich the m arks appear are sim ilar in nature,


there is a danger that the public w ill m istakenly assum e an


association betw een their producers or m anufacturers.


(citation om itted). 

Therefore, w here the goods are


com plem entary, or are sold to the sam e class of purchasers,


or are sim ilar in use and function, a deceptive trade practice


or tradem ark infringem ent m ay occur, even though the


tradem arks are not entirely sim ilar. 

(citations om itted).


B oth Petitioner's and R espondent's operations are focused on providing anim al


rescue services involving taking in rescued anim als and placing them  out for adoption.


R espondent runs a low -key, all-volunteer, w ord-of-m outh, operation. Petitioner m aintains a


staff and solicits donations through various sources to fund its operations. These


considerations lead to the conclusion that w hile som e sim ilarities are present, those


sim ilarities are tem pered by differences in the nature and scope of the respective operations.


C H A N N E L S O F T R A D E , A D V E R T ISIN G , PU R C H A SE R S


O n the issues of channels of trade, advertising and class of prospective


purchasers, the 

C arrington 

C ourt said:


W here the channels of trade, w hich are also know n as


m arketing channels, are convergent, the likelihood of


confusion is increased, 

(citation om itted), 

and the evidence


m ust be exam ined to determ ine w hether the sales m ethods


and m arketing channels for the products are overlapping.


(citation om itted).


W here the evidence indicates that the advertising m ethods


are sim ilar or are directed to the sam e or sim ilar class of


consum ers, there is a greater likelihood of confusion.


(citation om itted).
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W ith respect to the class of prospective purchasers factors,


the im portant inquiry is the cost of the respective products.


C ourts have held that there is less likelihood of confusion


w here products are expensive and, therefore, are purchased


only after careful consideration of the products and their


identifying m arks. (citation om itted).


The record here established that Petitioner advertises its services to the public


by appearing regularly on television and actively seeking funding from  various sources in the


form  of grants and donations. O n the other hand, according to the evidence, R espondent


m aintains a low -key, sm all-scale operation and, as such, does not advertise its services and


does not solicit funds from  any source. A ny expenses incurred by the volunteers in the care


of the anim als are considered their "donation".


A C TU A L C O N FU SIO N 


To establish actual confusion, the party alleging the trade nam e infringem ent


m ust present strong, and not m erely anecdotal, evidence. Accuride Int'l, Inc. v. Accuride


C orp., 871 F.2d 1531, 1537 (9th  C ir. 1989). Statem ents from  acquaintances, friends or fam ily


are considered insufficient evidence to dem onstrate actual confusion. Self-Realization


Fellow ship C hurch v. Ananda C hurch of Self-Realization, 59 F.3d 902, 910 (9thC ir.1995),


citing N orm  Thom pson O utfitters, Inc. v. G eneral M otors C orp., 448 F.2d 1293, 1297


(9thC ir.1971)("Tradem ark law  is skeptical of the ability of an associate tradem ark holder to


transcend personal biases to give an im partial account of the value of the holder's m ark).


M oreover, evidence of actual confusion m ust be view ed in its evidentiary context. C onfusion


m ay not be causally related to the use of sim ilar m arks at all. For exam ple, the courts have


som etim es characterized evidence of actual confusion as m ere "secretarial carelessness


caused by a failure to check business addresses," or due m erely to "inattention and


indifference," or that m isdirected m ail and phone calls are caused by "m ere carelessness" of


the post office or persons looking in the phone directory. Evidence of actual confusion of a


very lim ited scope m ay be dism issed as de m inim us: "Probable confusion cannot be show n


by pointing out that at som e place, at som e tim e, som eone m ade a false identification." A 


likelihood of confusion m ust be show n by m ore than an "occasional m isdirected letter."


M cC arthy, 2 Tradem arks and U nfair C om petition (1992) §23:2.
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In bringing this action, Petitioner is prim arily concerned over the possibility


that potential donors m ay send donations intended for Petitioner to other organizations such


as the A m erican Society for the Prevention of C ruelty to A nim als ("A SPC A "), the H aw aiian


H um ane Society', or to H aw aii SPC A  and/or H aw aii Society for the Prevention of C ruelty to


A nim als. Petitioner's representative testified that w hile Petitioner receives m ost of its


donations, she has no doubt that Petitioner has lost donations to A SPC A  due to confusion and


the fact that Petitioner has been around for only 2 years. Petitioner, how ever, did not present


any credible evidence to support her belief that donations have been lost to A SPC A  let alone


to 

H aw aii SPC A or 

H aw aii Society for the Prevention of C ruelty to Anim als. 

O n the


contrary, the uncontroverted evidence proved that H aw aii Society for the Prevention of


C ruelty to A nim als/H aw aii SPC A  receives no incom e and does not solicit any donations or


grants to fund its purely-volunteer operation. Even Petitioner's representative seem ed to


acknow ledge that H aw aii Society for the Prevention of C ruelty to A nim als/H aw aii SPC A 


cannot receive donations as it is not a registered nonprofit corporation. Finally, although


Petitioner's representative recalled a few  occasions w hen donors m ay have expressed som e


confusion as to w hich organization to send their donations to or had m istakenly sent their


donations to other organizations such as the H aw aiian H um ane Society, the testim ony w as


largely anecdotal, 

de m inim us 

and of little relevance to the issues in this case. U nder these


circum stances, any claim  of actual confusion is speculative at best.


A D O PT IV E  IN T E N T 


There w as no credible evidence that R espondent adopted her trade nam es w ith


the purpose of deceiving the public, capitalizing on Petitioner's reputation, or otherw ise


creating confusion betw een R espondent's and Petitioner's businesses.


ST R E N G T H  O F T R A D E  N A M E 


Finally, evaluating the strength of the trade nam e determ ines the level of


protection that w ill be provided to a trade nam e. The appellate court in 

C arrington stated:


[A ] strong m ark is one w hich is distinctive and used


in a fictitious, arbitrary and fanciful m anner, and is


entitled to the w idest am bit of protection from 


infringing uses.


1

 N either the A SPC A  nor the H aw aiian H um ane Society is affiliated w ith "H aw aii Society for the Prevention of C ruelty to


A nim als" or "H aw aii SPC A ".
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A  "descriptive" m ark is one w hich tells som ething


about the product and w ill only be protected w here a


secondary m eaning is show n. Suggestive m arks lie in


betw een strong m arks and descriptive ones and


encom pass m arks w hich subtly connote som ething


about the products w ith w hich they are associated. A 


suggestive m ark is less distinctive than an arbitrary or


fanciful m ark, and is considered as a com paratively


w eak m ark. H ow ever, it w ill be protected w ithout


proof of a secondary m eaning. D escriptive and


suggestive m arks are considered w eak m arks and


only w here the m arks are quite sim ilar and the goods


are closely related w ill infringem ent be found.


5 H aw . App. 203, 204 (citations om itted).


A pplying the criteria used by the appellate court, the H earings O fficer


concludes that the trade nam es "H aw aii SPC A " and "H aw aii Society for the Prevention of


C ruelty to A nim als are best categorized as descriptive and as such, w ill only be protected


w here a secondary m eaning is show n

2

. The record, how ever, is devoid of any such evidence.


In consideration of the foregoing factors, the H earings O fficer concludes that


Petitioner has not proven by a preponderance of the evidence that there is a likelihood of


confusion as a result of R espondent's use of H aw aii Society for the Prevention of C ruelty to


A nim als or H aw aii SPC A .


Petitioner also charges that "H aw aii Society for the Prevention of C ruelty to


A nim als" and "H aw aii SPC A " is substantially identical to its trade nam es, "O ahu SPC A " and


"O ahu Society for the Prevention of C ruelty to A nim als". In determ ining w hether the nam es


are substantially identical, the H earings O fficer looks to H aw aii A dm inistrative R ules §16-


36-15. The rule, am ong other things, provides specific exam ples of "substantially identical"


nam es and also requires the consideration of certain factors. H ow ever, Petitioner does not


point to and the H earings O fficer cannot find any support in the rule for the conclusion that


the nam es are substantially identical.


2 

 Secondary m eaning refers to the m ental association in the buyer's m ind betw een the nam e and a single source of the


product. Secondary m eaning is acquired w hen the nam e and the business becom e synonym ous in the public's m ind.
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IV . R E C O M M E N D E D  O R D E R 


For the reasons set forth above, the H earings O fficer recom m ends that the


D irector of the D epartm ent of C om m erce and C onsum er A ffairs find and conclude that


Petitioner has not established by a preponderance of the evidence that R espondent's use of the


trade nam es, "H aw aii SPC A " and "H aw aii Society for the Prevention of C ruelty to A nim als" is


confusingly sim ilar to its trade nam es, "O ahu SPC A " or "O ahu Society for the Prevention of


C ruelty to A nim als" or that R espondent's trade nam es are substantially identical to "O ahu


SPC A " or "O ahu Society for the Prevention of C ruelty to A nim als". A ccordingly, the


H earings O fficer recom m ends that the petition be dism issed.


D A TED : H onolulu, H aw aii, 

JAN 1 0 2012 


i


C R A I( · . U Y E H A R A 


A dm inistrative H earings O fficer


D epartm ent of C om m erce


and C onsum er A ffairs


H earings O fficer's Findings of Fact, C onclusions of Law , and Recom m ended O rder; In re O SPC A, O ahu SPC A, H aw aii


SPC A, and H aw aii Society for the Prevention of C ruelty to Anim als; TN -2010-6.
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